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Status 

1 )KI Responsive to communication(s) filed on 29 December 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) ^ The drawing(s) filed on 23 June 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Status of Claims 

1. Claims 2, 3, 7-10, 12-15, 17, and 18 are pending. Claims 1, 4-6, 11, and 16 
have been cancelled. 

Status of Previous Rejections 

2. The 35 U.S.C. 1 03(a) rejection of claim 1 , 2, 4-7, 9, 1 1 , 1 2, 1 4, 1 6, and 1 7 as 
being unpatentable over Bouse et al. (US 2003/0103862) has been maintained. The 
rejection of claims 1 , 4-6, 1 1 , and 1 6 is now moot since they have been cancelled. 

The 35 U.S.C. 103(a) rejection of claims 3, 8, 10, 13, 15, and 18 as being 
unpatentable over Cetel et al. (US 5,451 ,142) has been maintained. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 2, 7, 9, 12, 14, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bouse et al. (US 2003/0103862). 

Bouse is applied to instant claims 2, 7, 9, 12, 14, and 17 as set forth in the June 
30, 2008 Office action. 

5. Claims 3, 8, 10, 13, 15, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cetel et al. (US 5,451 ,142). 

Cetel is applied to instant claims 3, 8, 10, 13, 15, and 18 as set forth in the June 
30, 2008 Office action. 
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Response to Arguments 

6. Applicant's arguments filed December 29, 2008 have been fully considered but 
they are not persuasive. 

Arguments are summarized as follows: 

a. As shown in the Office action, the claimed element ranges and the 
disclosed element ranges of Bouse and Cetel overlap to varying degrees. 
However, simply showing that the ranges overlap, does not establish that every 
possible encompassed specific alloy or range of alloys would have been obvious. 
Bouse and Cetel both fail to teach or suggest all the claim limitations, and 
provide no reason or rationale for one of ordinary skill in the art to have selected 
each of the recited elements to be within the claimed ranges so as to practice the 
claimed invention. 

b. The Office action has not cited a single specific embodiment in Bouse or 
Cetel that satisfies all or even most of the claimed ranges. No reason or 
rationale is provided for one of ordinary skill in the art to have made each and 
every one of the required selections, to achieve an alloy having each of Co, Cr, 
Mo, W, Al, Ti, Ta, Hf, Re, C, B, Zr, and Ni within the relatively narrow ranges 
specified in claims 2 and 3. 

c. Neither Bouse nor Cetel provide any reason or rationale for one of 
ordinary skill in the art to have selected Applicants' narrow claimed amounts from 
the much broader ranges disclosed in Bouse and Cetel. Clearly, the only 
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possible reason for selecting Applicants' claimed amounts, improperly comes 
from Applicants' own disclosure and claims as a roadmap. 

d. The specific compositions disclosed in both Bouse and Cetel would have 
led one of ordinary skill in the art away from the claimed invention, not towards it. 
Despite the broad disclosure at paragraphs [0006]-[0020], Bouse discloses 
narrower, preferred ranges at paragraphs [0021]-[0048]. In the narrower 
preferred ranges of Bouse at least Co, Mo, Ti, Ta, and Hf are present in amounts 
well outside the ranges of claim 2. The specific compositions set forth in Table 1 
of Cetel are equiazed, columnar grain, and single crystal materials which are 
different from the claimed invention. Even in those specific compositions, and 
despite the broad disclosures of Table 1, Cetel discloses narrower, preferred 
ranges that differ from the claimed ranges. 

e. At least several elements that are required to be present in the claimed 
superalloy are indicated as only optional elements in both Bouse and Cetel. 
Neither Bouse nor Cetel provides reason or rationale to not only specifically 
require that these elements be present, rather than being absent, but likewise 
provides no reason or rationale to have them present in the amounts specifically 
required in claims 2 and 3. 

Examiner's responses are as follows: 

a. In the absence of factual evidence to the contrary, the Examiner maintains 
the position that since the claimed compositional ranges either overlap or are 
within the ranges disclosed by both Bouse and Cetel, a prima facie case of 
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obviousness exists. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to select the claimed Ni-base superalloy 
composition from the Ni-base superalloy composition disclosed by Bouse and 
Cetel because both Bouse and Cetel teach the same utility (i.e. a gas turbine 
component) in the whole disclosed range. Furthermore, a prior art reference that 
discloses a range encompassing a somewhat narrower claimed range is 
sufficient to establish a prima facie case of obviousness." In re Peterson, 315 
F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003) and In re Harris, 
409 F.3d 1339, 74 USPQ2d 1951 (Fed. Cir. 2005). See MPEP 2144.05. 

b. The scope of Bouse and Cetel is not limited to the specific embodiments it 
teaches (see In re Fracalossi 21 5 USPQ 569 (CCPA 1982)). 

c. A prior art reference that discloses a range encompassing a somewhat 
narrower claimed range is sufficient to establish a prima facie case of 
obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 
(Fed. Cir. 2003) and In re Harris, 409 F.3d 1339, 74 USPQ2d 1951 (Fed. Cir. 
2005). See MPEP 2144.05. Therefore, the Examiner did not use Applicants' 
own disclosure and claims as a roadmap. 

d. Although both Bouse and Cetel teach narrower ranges of elements that 
are not within the instant claimed ranges, neither Bouse nor Cetel is limited to the 
specific embodiments it teaches (see In re Fracalossi 215 USPQ 569 (CCPA 
1982)). In addition Bouse and Cetel do not teach against the broader ranges that 
they teach and therefore the broader ranges are still valid teachings of Bouse 
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and Cetel. 

e. Although both Bouse and Cetel teach that some of the required instant 
recited elements are optional, neither Bouse nor Cetel teaches away from the 
addition of these optional elements. Therefore, both Bouse and Cetel teach 
compositions of Ni-base superalloys that either overlap or are within the ranges 
disclosed by both Bouse and Cetel and as a result a prima facie case of 
obviousness exists. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CAITLIN FOGARTY whose telephone number is 
(571)270-3589. The examiner can normally be reached on Monday - Friday 8:00 AM - 
5:30 PM EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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